Digital Commons@

Loyola of Los Angeles International
and Comparative Law Review

Loyola Marymount University
LMU Loyola Law School

Volume 38 | Number 1 Article 2

Fall 2016

Apple, Inc. vs. Deutsches Patent- Und Markenamt: Why The Court
Got It Wrong

Joseph Dzida

Follow this and additional works at: https://digitalcommons.Imu.edu/ilr

b Part of the Comparative and Foreign Law Commons, Intellectual Property Law Commons, and the
International Law Commons

Recommended Citation

Joseph Dzida, Apple, Inc. vs. Deutsches Patent- Und Markenamt: Why The Court Got It Wrong, 38 Loy. L.A.
Int'l & Comp. L. Rev. 35 ().
Available at: https://digitalcommons.lmu.edu/ilr/vol38/iss1/2

This Article is brought to you for free and open access by the Law Reviews at Digital Commons @ Loyola
Marymount University and Loyola Law School. It has been accepted for inclusion in Loyola of Los Angeles
International and Comparative Law Review by an authorized administrator of Digital Commons@Loyola Marymount
University and Loyola Law School. For more information, please contact digitalcommons@I|mu.edu.


https://digitalcommons.lmu.edu/
https://digitalcommons.lmu.edu/
https://digitalcommons.lmu.edu/ilr
https://digitalcommons.lmu.edu/ilr
https://digitalcommons.lmu.edu/ilr/vol38
https://digitalcommons.lmu.edu/ilr/vol38/iss1
https://digitalcommons.lmu.edu/ilr/vol38/iss1/2
https://digitalcommons.lmu.edu/ilr?utm_source=digitalcommons.lmu.edu%2Filr%2Fvol38%2Fiss1%2F2&utm_medium=PDF&utm_campaign=PDFCoverPages
https://network.bepress.com/hgg/discipline/836?utm_source=digitalcommons.lmu.edu%2Filr%2Fvol38%2Fiss1%2F2&utm_medium=PDF&utm_campaign=PDFCoverPages
https://network.bepress.com/hgg/discipline/896?utm_source=digitalcommons.lmu.edu%2Filr%2Fvol38%2Fiss1%2F2&utm_medium=PDF&utm_campaign=PDFCoverPages
https://network.bepress.com/hgg/discipline/609?utm_source=digitalcommons.lmu.edu%2Filr%2Fvol38%2Fiss1%2F2&utm_medium=PDF&utm_campaign=PDFCoverPages
mailto:digitalcommons@lmu.edu

Apple, Inc. vs. Deutsches Patent- Und
Markenamt:
Why The Court Got It Wrong

JOSEPH DzZIDA

I. INTRODUCTION

A. Background

On January 22, 2013, Apple was granted a trademark for its store
design layout by the United States Patent and Trademark Office.' The
trademark is described as follows:

The mark consists of the design and layout as a retail store. The
store features a clear glass storefront surrounded by a paneled fagade
consisting of large, rectangular, horizontal panels over the top of the
glass front, and two narrower panels stacked on either side of the store-
front. Within the store, rectangular recessed lighting units traverse the
length of the store’s ceiling. There are cantilevered shelves below re-
cessed display spaces along the side walls, and rectangular tables ar-
ranged in a line in the middle of the store parallel to the walls and ex-
tending from the store front to the back of the store. There is multi-
tiered shelving along the side-walls, and an oblong table with stools lo-
cated at the back of the store, set below video screens flush mounted on
the back wall. The walls, floors, lighting, and other fixtures appear in
dotted lines and are not claimed as individual features of the mark;
however, the placement of the various items are considered to be part of

1. Mikey Campbell, Apple Successfully Trademarks Store Design and Layout, APPLE
INSIDER (Jan. 29, 2013), http://appleinsider.com/articles/13/01/29/apple-successfully-trademarks-
apple-store-design-and-layout.

35
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the overall mark.”
This design, described by Apple as
is depicted below:*

(113

the distinctive design and

2739

layout of a retail store

Apple registered its trademark under Class 35 of the Nice Agree-
ment.” The Nice Agreement Concerning the International Classification
of Goods and Services for the Purpose of the Registration of Marks, or
Nice Agreement for short, was designed to organize and classify trade-
marks as either goods or services on both a national and international
level.® Within this framework, Apple received a trademark for services,
specifically, “retail store services featuring computers, computer soft-
ware, computer perlpherals mobile phones, consumer electronics and
related accessories and demonstrations of products relating thereto.”
After receiving a trademark in the United States, Apple sought to extend
the mark 1nternat10nally Such registration is govemed by two treaties:
the Madrid Agreement; and the Madrid Protocol.” Together, those trea-
ties constitute The Madrld System, which establishes a system for inter-
national reglstratlon ° One of the primary motives behind the Protocol
was to create a system of simple and 1nexpenswe trademark registra-
tion."" Under the Madrid Agreement concerning the International Regis-
tration of Marks of April 14, 1891 as revised and amended most recent-
ly on September 28, 1979, Apple may secure protection for its United

2. The mark consists of a representation of a store layout. U.S. Patent No. 4277914,

3. Case C-421/13, Apple Inc. v. Deutsches Patent- und Markenamt, 2014 E.C.R. [-4, 4 9
[hereinafter Apple Inc.].

4. Id

5. 1d q8.

6. About the Nice Classification, WORLD INTELLECTUAL PROPERTY ORGANIZATION,
http://www.wipo.int/classifications/nice/en/preface.html.

7. Apple Inc., supra note 3,9 8.

8. Id
9. Viceng Felill, International Trademark Law — The Madrid System, GLOBALEX
(Sept./Oct. 2007),

http://www.nyulawglobal.org/globalex/International Trademark Law.htm.Dec.
10. Id.
1. I1d
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States trademark by filing it with the International Bureau of Intellectual
Property Upon reglstratlon with the Bureau, the mark would receive
the same protectlon in each participating country as if the trademark had
been filed there.' Apple followed proper procedure and eventually had
its store design layout registered with the Bureau.' Though accepted by
some countries, the trademark was rejected by the German Patent and
Trade Mark Office (“DPMA”), giving rise to this case.'

B. Apple’s United States Trademark

Before proceeding, it may first be helpful to briefly discuss the
trademark that Apple applied for and eventually received in the United
States. Beginning in May 2010, Apple set out to receive a trademark for
its store design layout in the United States.' Interestmgly enough, Ap-
ple’s apphcatron was twice denied by U.S Patent and Trade Mark Reg-
istration."” The cited reason for rejectlon was that Apple’s store design
layout lacked “inherent distinctiveness.” Apparently, Apple’s applied-
for mark consisted of a “non distinctive three dimensional configuration
that would not be perceived as a service mark, but only as decoration or
ornamentation.”” In refuting the application, Apple chose an interesting
route. Rather than attempt to make the mark more distinctive or change -
the design altogether, Apple insisted that the mark had acquired distinc-
tiveness.”’ To prove this, Apple subrmtted declarations demonstrating
consumer awareness of the des1gn " Based on the success of its retail
stores, consumer awareness of the store layout, and general awareness
of Apple itself, Apple was finally awarded a trademark in its store lay-
out design by The United States Patent and Trademark Office

12. Madrid Agreement Concerning the International Registration of Marks, WORLD
INTELLECTUAL PROPERTY ORGANIZATION arts. 1, 4,
http://www.wipo.int/wipolex/en/wipo_treaties/text.jsp?file_id=283530#a4.

13. Id. at art. 4(1).

14. Apple Inc., supra note 3, at 965.

15. Id. at 956-66.

16. Valentina Palladino, Apple Store Receives Trademark For ‘Distinctive Design and Lay-
out,” WIRED (Jan. 30, 2013, 1:39 PM), http://www.wired.com/2013/01/apple-store-trademark/.

17. Id.

18. David H. Aleskow, Apple Trademarks in the U.S. Design and Layout of Retail Stores,
OBLON (Feb. 12, 2013), http://www.oblon.com/apple-trademarks-us-design-and-layout-retail-
stores.

19. Id

20. Id

21, Id
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(“USPTO”).”” Apple received U.S. Registration No. 4,277,914 for its
store design layout.23

The case in question, the one upon which this Comment is based,
is'an international case governed by the Court of Justice of the Europe-
an Union. The decision of the USPTO is irrelevant insofar as it does not
bind any international court in deciding whether or not to award a
trademark.”* However, for purposes of this Comment, the decision by
the USPTO may be illustrative of another paradigm through which to
view the basics of trademark law. This will be discussed later on but, for
now, the important point to note is that, in agreeing to award Apple its
trademark, the USPTO focused not on the. initial application by Apple
but by its subsequent proof that Apple had acquired distinctiveness in its
store design layout. In other words, it would appear that, as is, Apple’s
United States trademark application was not sufficient for registration
but required proof of acquired distinctiveness. As will be explained be-
low, in its European Union case, Apple needed no such proof of ac-
quired distinctiveness.” Though the case below does not definitively es-
tablish that Apple’s trademark must stand, it does make it clear that, as
is, Apzple’s store layout design is one that is capable of being a trade-
mark.”® Thus, as long as it does not fall into one of the exceptions listed
under the applicable law (which will be discussed later), Apple’s trade-
mark shall stand, regardless of the notion of acquired distinctiveness
that was required in the United States. _

As an aside, for purposes of this Comment, the issue of acquired
distinctiveness will not be discussed in any further detail. It bears noting
that this issue may, under certain circumstances, be relevant, especially
as it pertains to Article 3, discussed infra. In that regard, acquired dis-
tinctiveness may be grounds for rebutting certain arguments that Ap-
ple’s trademark should be precluded.27 However, this issue was not one
that was presented to the Court in this case.”® Therefore, the Court is
precluded from analyzing such issue, as it would be incompatible with

22, Id

23. Trademarks, UNITED STATES PATENT AND TRADEMARK OFFICE (Feb. 2015),
https://tsdr.uspto.gov/#caseNumber=4277914&caseType=US_REGISTRATION_NOé&searchTy
pe=statusSearch.

24. Trademark FAQs, UNITED STATES PATENT AND TRADEMARK OFFICE (Sept. 11, 2015,
1:49 PM), http://www.uspto.gov/learning-and-resources/trademark-fags.

25. See Apple Inc., supra note 3.

26. Id. at 969.

27. See Council Directive 2008/95/EC art. 3, Celex No. 308L0095 (October 22, 2008) [here-
inafter Directive].

28. See generally Apple Inc., supranote 3.
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the Court’s function.” Thus, for sake of argument, this Comment will
proceed under the assumption that Apple has not attained said “acquired
distinctiveness.”

C. Apple, Inc. v. Deutsches Patent- und Markenamt

After successfully registering its store design layout in the United
States, Apple sought to expand the trademark internationally. Though
generally accepted in Europe, in January 2013, Germany refused the ex-
tension of the three-dimenstional trademark on the grounds that the sign
depicted in the trademark was nothing more than an essential aspect of
the undertaking’s business.”® Furthermore, though consumers might
view the store as an indication of the quality and price of the Products,
they would not view it as an indication of commercial origin.3 In other
words, the design was not sufficient to distinguish it from the stores of
other electronics providers. Apple appealed this refusal to the Bun-
despatentgericht (the German Patent Court), which determined that the
design was sufficient to distinguish Apple’s store from those of other
electronics products providers.” However, the court determined that the
case raised important trademark law issues and so it referred four par-
ticular questions to the European Union Court of Justice:

“(1) Is Article 2 of Directive [2008/95]to be interpreted as

meaning that the possibility of protection for the ‘packaging of

goods’ also extends to the presentation of the establishment in
which a service is provided?

(2) Are Articles 2 and 3(1) of Directive [2008/95] to be inter-
preted as meaning that a sign representing the presentation of
the establishment in which a service is provided is capable of
being registered as a trade mark?

(3) Is Article 2 of Directive [2008/95]to be interpreted as
meaning that the requirement for graphic representability is
satisfied by a representation by a design alone or with such ad-
ditions as a description of the layout or indications of the abso-
lute dimensions in metres or of relative dimensions with indi-
cations as to proportions?

29. Case C-352/95, Phytheron International SA v. Jean Bourdon SA, 1997 E.C.R. I-1729, I-
1730.

30. Apple Inc., supra note 3, § 11.

31. M.

32, Id
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(4) Is Article 2 of Directive [2008/95] to be interpreted as
meaning that the scale of the protection afforded by a trade
mark for retail serv1ces also extends to the goods produced by
the retailer itself?>>

The “Article 2” to which the court refers comes from Directive
2008/95/EC of the European Parliament and is entitled, “Signs of which
a trade mark may consist.” * It states: “A trade mark may consist of any
signs capable of being represented graphically, particularly words, in-
cluding personal names, designs, letters, numerals, the shape of goods
or of their packaging, provided that such signs are capable of distin-
guishing the goods or services of one undertaking from those of other
undertakings. 3 With regard to international trademarks, Directive
2008/95/EC 1is the governing law. Though, in the United States, Apple
was granted its trademark, in order to have its protection extended in-
ternationally, it must satisfy the conditions of this D1rect1ve

The Court began by answering the second questlon ® In order to
be capable of constituting trademark under the Directive, the subject
matter must satisfy three conditions: 1) it must be a sign; 2) the sign
must be capable of graphic representation and 3) the sign must be ca-
pable of distinguishing the goods or services of one undeﬂakmg from
those of another undertaklng Accordmg to the Court, it is “absolutely
plain” that “designs are among the categories of signs capable of graph-
ic representation.”38 Based on this, the Court concludes that a represen-
tation consisting of “an integral collection of lines, curves, and shapes”
may constitute a trademark as long as it is capable of dlstmgulshmg the
products or services of one undertaking from those of another.” There-
fore, the Court concludes that such a design satisfies the first and second
conditions from trademark registration despite the fact that the design
contains no indications of size or proportion of the retail store that it de-
picts, and thus dismisses the third questlon * With regard to “distin-
guishing the products or services,” the Court states, with no analysis,
that such distinction may occur “when the depicted layout departs sig-
nificantly from the norms or customs of the economic sector con-

33. Id q14.

34. Directive, supra note 27, at art. 2.
35, Ild

36. Apple Inc., supra note 3, 17.
37. Id

38. Id g 19.

39, Id

40. Id.
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cerned.”' Because it had determined that the store layout might already
qualify for trademark registration as a design, the Court found it unnec-
essary to determine whether the store layout could also qualify as

“packaging” under the Directive, thus dismissing the first question. *
The Court declares the fourth question 1nadrmss1ble as having no rela-
tion to the subject matter of the proceedmgs * and it will likewise not
be addressed in this paper.

The Court notes that simply because the design may qualify for a
trademark does not mean it is not precluded under Article 3 of the Di-
rective.” Among the many reasons for preclusion, the Court cites spe-
c1ﬁcally that the design must not be “devoid of any distinctive charac-
ter.”” In determining whether such preclus1on applies, the distinctive
character must be assessed “in concreto” by reference to both the goods
or services in question as well as the perception of the relevant public,
“namely the average consumer of the category of goods or services in
question, who is reasonably well informed and reasonably observant
and circumspect.” Additlonally, using the same in concreto assess-
ment, the competent authority must determine whether or not “the sign
is descriptive of the characteristics of the goods or services” within the
meaning of Artlcle 3, or glves rise to any other grounds for refusal un-
der that Article.’ Flnally, in resolving whether the trademark, if ap-
proved, can cover Apple’s services as well, the Court held that the de-
sign may be legitimately registered for the goods and the services,

“where those serv1ces do not form an integral part of the offer for the
sale of those goods. » :

D. Thesis

In Apple, Inc. v. Deutsches Patent- under Markenamt, the Europe-
an Union Court of Justice did not resolve the entire matter. Apple is
seeking registration of its store design layout as a trademark for “ser-
vices which comprise Vanous services aimed at inducing the customer
to purchase the products ? As mentioned above, the Court declared

41. 1d 9§ 20.

42. 1d. §19.

43. 1d. 9 29.

44. 1d. 927.

45. Directive, supra note 27, at art. 3(b).
46. Apple Inc., supra note 3, § 22.

47. 1d. 23.

48. Id. g 26.

49. Id. q16.
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that the trademark application, as an “integral collection of lines, curves,
and shapes” is eligible for trademark registration.50 In other words, the
fact that Apple’s store design layout does not contain any size or pro-
portions is not enough to disqualify it for trademark registration. How-
ever, the analysis does not stop here because this declaration only holds
that, as a preliminary matter, a store design layout such as Apple’s may
be registered. The Court went on to declare that, in order to successfully
register as a trademark for services, the design: must satisfy the three .
requirements under Article 2 of the Directive (including being capable
of distinguishing the products or services of one undertaking from those
of another undertaking); must not be devoid of any distinctive character;
must not be precluded by any other provisions in the Directive; and
must not be an integral part of the offer for sale of the goods them-
selves.”

This Comment seeks to demonstrate why Apple’s current applica-
tion for a trademark registration of its store design layout should be re-
_jected. Furthermore, assuming that the Court’s conclusion (noting that,
as a preliminary matter, the store design layout may be eligible for
trademark registration) was correct, this Comment will demonstrate
why, ultimately, the store design layout should be precluded from
trademark registration on other grounds. Thus, this Comment will pro-
ceed as follows. First, a discussion on the three-step framework of Arti-
cle 2 used by the court, specifically: 1) whether the design is a sign; 2)
whether the design is capable of graphic representation; and 3) whether
the design is capable of distinguishing services of one undertaking from
those of another.”” Next, a consideration of whether Apple’s store de-
sign layout is devoid of any distinctive character, or is precluded by any
other provisions under the Directive, demonstrates why Apple’s trade-
mark application should be denied. This Comment will provide a basic
fundamental explanation of the relevant principles of trademark law by
analyzing the case at issue, as well as case law cited by the Court. It will
include commentary, law, and even some current news stories, which,
though not all binding or specifically applicable to the law in question,
will help better form a basis for understanding why, ultimately, Apple’s
trademark application should be rejected.

50. 1d.919.
51. 1d. 9 19.
52. Id
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I1. ANALYSIS

A. Article 2

Under Directive 2008/95/EC Article 2 describes “Signs of which a
trade mark may consist.” * It states “a trade mark may consist of any
signs capable of being represented graphically, particularly words, in-
cluding personal names, designs, letters, numerals, the shape of goods
or of their packaging, provided that such signs are capable of distin-
guishing the goods or services of one undertaking from those of other
undertakings.” * Thus, as the court noted, Apple’s store design layout,
in order to be considered for trademark registration must satisfy three
conditions: 1) it must be a sign; 2) it must be capable of graphic repre-
sentatlon and 3) it must distinguish Apple’s services from other under-
takmgs

In the Court’s oplmon it deems the first two requlrements as satis-
fied almost 1mmed1ately % The fact that the word “design” is mcluded
in the list of examples seems to be sufficient to the Court in order to
conclude that Apple s store design layout may presumptively constitute
a trademark.’ Analy51s is clearly lacking on these crucial points and a
more appropriate answer may be found in a case cited by the Court.

1. Satisfying Article 2 of the Directive

In Libertel Groep BV v. Benelux-Merkenbureau, the Court was de-
termining whether or not a color, specrﬁcally a shade of orange, is ca-
pable of constituting a trademark.”® In its application, the party seeking
trademark registration placed an orange colored rectangle and the word

“orange” in the description of the applied for trademark.” As it did in
the Apple case, the Court began by stating that Article 2 did not pre-
clude a color from being registered as a trademark, as long as it is capa-
ble of distinguishing the goods and services of one undertaking from
that of another undertakmg ® However, the Court then went on to ana-
lyze the color’s potential of qualifying for trademark, and it is these cri-

53. Directive, supra note 27, at art. 2.

54. Id. .

55. Apple Inc., supra note 3, § 17.

56. I1d §18.

57. ld

58. See Case C-104/01, Libertel Groep BV v. Benelux-Merkenbureau, 2004 E.C.R. 1-3793,
91, 14-16, 21.

59. Id. §10.

60. Id 6.
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teria that should have been applied in the Apple case. Whether or not the
color could quahfy for trademark registration would depend on the con-
text in which it is used.”"

It is the sign’s graphic representation that allows a-court to deter—
mine if a trademark satisfies the conditions of trademark apphcatlon
In one case, the Court said that graphic representation requires that the
sign be “represented visually, particularly by means of images, lines or
characters. . .so that it can be precisely identified. »® 1t is this idea that
the Court seemed to draw on in Apple when it stated that Apple’s design
consisted of “an integral collection of lines, curves and shapes.”
Alone, this would appear sufficient to satisfy the Court’s holding in
Libertel Groep, but, unlike the Court in Apple, the Court in Libertel
Groep went on to qualify its requirement, noting that the concern with
the application was that “it would not be possible to deterrnme precisely
how the colour applied for will appear on the goods. . % This concern
was translated into an nnperatlve in Ralf Szeckmann v. Deutsches Pa-
tent- und Markenamt.*® There, the Court said that in order to fulfill the
requirement of Article 2 of the Dlrectlve the graphic representatlon
must be “known very precisely.” %7 It must be “clear and precise, so that
the object of the right of exclusivity is unmedlately clear and “it must
be intelligible. . . to manufacturers and consumers.’ ® It is with this rea-
soning that the Libertel Court declared that the trademark application
for the color orange consisting of the colored rectangle and the word
“orange” did not satisfy the requirements of Article 2 and, thus, could
not qualify as a trademark.

In Heidelberger Bauchemie’s Trade Mark Application, the Court
was faced with a similar question regardlng the trademark of colors.”
The Court in Libertel noted that a sign must be “clear, precise, self-
contained, easily accessible, intelligible, durable and Ob_]GCthe

61. Id §27.

62. Id q23.

63. Case C-49/02, Heidelberger Bauchemie’s Trade Mark Application, 2004 E.C.R. I-6152,
at 6163.

64. Apple Inc., supra note 3, 1 19.

65. Libertel, supra note 58, 9 68.

66. Case C-273/00, Ralf Sieckmann v. Deutsches Patent- und Markenamt, 2002 E.C.R. I-

67. Id at1-11769.

68. Id atl-11767.

69. See Libertel, supra note 58, at 3821.

70. Heidelberger Bauchemie’s Trade Mark Application, supra note 63, at 1-6158-9.
71. See Libertel, supra note 58, at 3812.
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Though the application in Libertel did not satisfy these requirements, 1f
the application had contained an internationally recognized color-code
Wthh designated the specific shade of orange it may have been reme-
died.”

It is interesting that, despite citing the Libertel Groep case as au-
thority, the Court in Apple chose not to apply the specific analysis.73
Had it done so, it would have been clear that Apple’s store design lay-
out does not qualify for trademark registration. It is true that the design
seems to satisfy the initial language the Court uses. However, just as the
color orange and description “orange” was not capable of bemg precise-
ly identified, so too does Apple’s design seem to fall short.”

Now, to be clear, this does not mean that Apple’s store design lay-
out can never be trademarked. As the Court said in Heidelberger
Bauchemie, though, traditionally, “colours are generally used for their
attractive or decorative powers, and do not convey any meaning” they
may still be capable of being a sign. ” In the same way, the elements of
Apple’s application (e.g. storefronts, panels, and tables) generally do
not convey meaning but, if properly designated and represented, can
certainly be capable of constituting a sign. Apple’s application consists
of many details: “clear glass storefront”; “large rectangular panels”;

“two narrow panels” “rectangular tables”; and “oblong table” just to
name a few.”® However, none of them is spe01ﬁc enough so that it may
be “precisely identified.” We know that there is a glass storefront, but
how big and thick is it? We know that there are large rectangular panels
and narrow panels, but just how large or how narrow? What are the di-
mensions and sizes of these various tables?

In short, the issue is not that Apple is trying to trademark these
various elements, but that these various elements are not “clear, precise,
self contained, easily accessible, intelligible, durable and objective.”
(Though in its trademark application, Apple stated that certain fixtures
were not individual features of the mark, it still maintained that they
were part of the overall mark) It is critical that the use of an interna-
tional color-code may have been sufficient to remedy the application in

72. Id 9 37; Heidelberger Bauchemie’s Trade Mark Application, supra note 63, at 1-6152-1-
6165.

73. Apple Inc., supra note 3,4 17.

74. See Libertel, supra note 58, 9§ 107.

75. Heidelberger Bauchemie’s Trade Mark Application, supra note 63, § 23.

76. Palladino, supra note 16, at 2.

77. U.S. Patent No. 4277914.
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Libertel”® 1t is this point that conveys an important requirement. In the
realm of colors, the Court notes it is possible to display a “very wide
range of shades of colour.”” In much the same way, there is certainly a
wide variety of glass storefronts, rectangular panels, and tables. Thus,
the Court was wrong to conclude that it is unnecessary to “attribute any
relevance to the fact that the design does not contain any indication as to
the size and proportions of the retail store that it depicts.”80 The reason
for this is simple, without even minimal specifications such as those,
there is no design; there is only a description of a vast possibility of de-
signs, which is not “clear, precise, self contained, easily accessible, in-
telligible, durable and objective.” Therefore, Apple’s application
should be required to include size and proportions of the various details
mentioned. By doing so, Apple would be satisfying the requirements of
Article 2. However, it will also ensure that Apple will not unnecessarily
restrict the availability of certain elements (e.g. glass storefronts, panels,
and tables). As the Court in Libertel Groep noted, “regard must be had
to the general interest in not unduly restricting the availability of colours
for the other traders who offer for sale goods. .. of the same 'cype:.”81
This is an important point that will be discussed in depth later on in this
Comment. :
To refute this point, Apple may simply refer to the fact that it has
provided a fairly intricate representation of its design in its trademark
application. As the Court has previously held, the concept of a sign “co-
vers any message which may be perceived by one of the five senses.”®’
The case this language is quoted from concerns the application by Dy-
son of a trademark for its vacuum cleaner storage bin design.” In that
case, though it was true that the graphic representation of the design
could be perceived visually, ultimately, the Court concluded that it did
not satisfy the requirements of Article 2.%* The Court reached that con-
clusion by noting that the subject matter (i.e. the design) of the applica-
tion was not for a particular ty]ge of bin but, rather, for all conceivable
shapes of such a collecting bin. > In a similar way, Apple’s application,
though it depicts a store, is not a design of a single store but of all con-

78. Heidelberger Bauchemie’s Trade Mark Application, supra note 63, § 36.

79. Id.

80. Apple Inc., supra note 3,9 19.

81. Libertel, supra note 58, 9 60, 9§ 78.

82. Case C-321/03, Dyson Ltd. v. Registrar of Trade Marks, 2007 E.C.R. 1-697, 9 32.
83. See generally id.

84. Seeid. atI-711.

85. Id at1-726.
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ceivable designs within the broad parameters it provided. Because Ap-
ple did not include sizes or proportions in its application, the design, in
reality, could take on many different appearances and therefore, theoret-
ically, still be covered by the trademark.®® The Dyson court noted this
obvious problem, stating that, because the design is capable of taking
on a multitude of different appearances " it is not spe01ﬁc 7 This holdmg
clearly coincides with that of the one in the Libertel Groep Court.”® Fur-
thermore, as in Libertel Groep, the court addressed a similar issue of
identify'mg the trademark. It was noted that, based on Dyson’s applica-
tion, “[w]hat consumers can identify visually is not so much the subject
matter of the application as two of Dyson’s graph1c representations as
contained in the application.” * 1t is true that, in that case, Dyson actual-
ly admitted that its graphic representatlons were “merely examples of
- [the subject matter of the application],” ° but surely the same can be
said of Apple’s application. Though, clearly Apple does not claim that
its sign is merely an example, its lack of specificity mirrors that of Dy-
son’s design. The Dyson court noted that “the presentation and compo-
sition of that subject-matter depend both on the vacuum cleaner models
developed by Dyson and on technological innovations.” "' In other
words, Dyson’s application was such that it had plenty of leeway for fit-
ting its changing designs into its trademark as long as they fit within the
vague and open specifications. Upon further review of Apple’s trade-
mark application (shown supra), it becomes apparent that Apple has just
given a description, in the words of the Dyson Court, “in a general and
abstract manner, {of] all the conceivable shapes”92 of its store design
layout.

Again, the idea is not that Apple’s store layout should not be capa-
ble of receiving a trademark, but that this particular description of it
should not. Understandably, Apple was likely purposefully vague in its
description so that it may cover as many variations as possible. Howev-
er, this is unacceptable. A collecting bin is a relatively simple concept,
and it is one that is likely to be used and replicated in a variety of ways
and manners. Similarly, a store design layout, even one that is limited to
the description of Class 35 under the Nice Agreement, is a concept that
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is not only common but necessary for many businesses. In a world
where one-store design layout can only be so different from another, to
allow Apple to trademark one that is clearly “capable of taking on a
multitude of different appearances” would be unwise.

In addition to fulfilling the substantive elements of Article 2, re-
quiring Apple to include size and proportions in its application will en-
sure that important procedural elements are satisfied as well. As the
Court once put it, precision is the “prerequisite of registration under
trade mark law.”” Therefore, “in order to fulfill its role as a registered
trade mark, a sign must always be perceived unambiguously and uni-
formly, so that the function of mark as an indication of origin is guaran-
teed.” " Specifically, Apple must be clear and precise in describing the
elements of its store design (i.e. include size and proportions) so that the
relevant authorities may fulfill their obligations in both examining po-
tential applications and J)ublishing and maintaining a precise register of
successful applications. > In short, just as the “juxtaposition of two or
more colours. .. ‘in €évery conceivable form’” was considered to “not
exhibit the qualities of precision and uniformi‘ry”96 necessary for trade
mark law, so, too, should Apple’s description of its store layout, without
regard to size, proportion, or other descriptive measurements, be con-
sidered inadequate. _

At this juncture, it can be argued that this Comment would place a
rather difficult burden upon Apple. Surely, describing with precise par-
ticularity is difficult, especially when the subject of description is not
merely a two-dimensional sign or picture but a three-dimensional store.
Though Apple provides a picture with its application, ultimately, it must
describe it through words, which may prove to be tedious and difficult.
A similar dilemma arose in another European case. In Shield Mark BV
v. Joost Kist, a company was attempting to register a sound for trade-
mark.”” Now in that case, as with Apple, the company had the difficult
task of describing in words that which it sought to register, namely cer-
tain notes of a song.98 The Court held that, in that case, Article 2 is not
satisfied “when the sign is represented graphically by means of a de-
scription using the written language, such as an indication that the sign

93. Heidelberger Bauchemie’s Trade Mark Application, supra note 63, at 1-6160.
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consists of the notes going to make up a musical work ... without
more.””’ Obviously, a store design layout is very different from a por-
tion of a song, however, it is when the Court goes on to qualify its rul-
ing that we may begin to draw a similar conclusion with regard to Ap-
ple’s case. The Court went on to say that Article 2 is satisfied when “the
sign is represented by a stave divided into measures and showing, in
particular, a clef, musical notes and rests whose form indicates the rela-
tive value and, where necessary, accidentals.”'® What the Court does
here is emphasize the importance of particularity. It would not allow
Shield Mark to simply describe the song in words; it had to go further
by laying out the particular notes into specific written music that, in a
way, confined the trademark only to the particular portion of music in
question. Likewise Apple has begun by describing its three dimensional
mark in words, but it should be further required to confine its applica-
tion only to the particular store design that it seeks to protect. This-is
exactly what might be accomplished if Apple were required to further
refine its application in a way that included specific measurements, pro-
portions, and other values. '
The final element of Article 2 requires that Apple’s store layout
design be-capable of distinguishing Apple’s services from other under-
takings. Unlike the first two elements of the Article 2 test, this third el-
ement is concerned primarily with the proposed trademark solely as it
relates to other parties. Even if it were determined that Apple’s store de-
sign layout was both a sign and capable of graphic representation, un-
less it is capable of distinguishing itself from other undertakings, the
application must be rejected. Though there are clear policy reasons for
this as well (which will be discussed later), the practical reason is that if
a company wishes to declare something (in this case, a store design lay-
out) as its own, it should be sufficiently distinguishable from other simi-
lar designs so that it may, in fact, be clear that it belongs to that specific
company. In the dispute that gave rise to this case, the German Patent
and Trademark Office (“DPMA”) determined that Apple’s trademark
application should be rejected, among other things, because “it was not
sufficiently distinguishable from the stores of other providers of elec-
tronic products.”1 1 Apple appealed the DPMA’s refusal to extend its
trademark to the Bundespatentgericht, which agreed with Apple, stating
that the design did contain “features that distinguishe(d) it from the usu-

99. Id.
100. Id.
101. Apple Inc., supranote 3, 11.
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al layout of retail stores in that electronic sector.”'*> Because it was not
among the specific questions referred to it by the Bundespatentgericht

the European Court of Justice neither analyzed the issue nor looked at
any specific facts.'” Therefore, because its job was only to interpret the
more fundamental questions of trademark, it deferred judgment on that
issue to the lower court, stating, “the layout of a retail store may be reg-
istered as a trade mark for services. . . provided that the sign is capable
of distinguishing the services of the applicant for registration from those
of other undertakings. . 1ot Thus, technically, this element was not at
issue in this case. However, for argument’s sake, this Comment will
discuss that requirement to demonstrate why, in agreement with the
DPMA, Apple’s trademark application may be rejected on yet another
separate ground. Before beginning that discussion, it is necessary to
note that this element (i.e. that Apple’s store layout design must distin-
guish Apple’s from that of other undertakings) is very similar to one of
the grounds for refusal under Article 3 of the Directive (i.e. trademarks
that are devoid of any distinctive character) and there seems to be at
least some ambiguity in case law as well.! Therefore in an attempt to
separate the two analyses, this Comment will regard the first issue (the
element of Article 2) as one requiring a more objective test, while hold-
ing the second issue (the section in Article 3) as one requiring a more
subjective test, which, as will be explained, focuses more on the percep-
tion of the relevant public.

In deciding to refuse extension of Apple’s trademark, the DPMA
stated, “while it was true that consumers may perceive the layout of
such retail space as an indication of the quality and price bracket of the
products they would not see it as an indication of their commercial
origin.’ ® It went on to explain that the design “was not sufficiently dis-
tmgurshable from the stores of other providers of electronic prod-
ucts.”'" It is this second assertion that will be the focus of this analysis.
Thus, the relevant question is what do “stores of other providers of elec-
tronic products” look like? For the sake of argument but also practicali-
ty, why not look at one of Apple’s greatest competitors? Microsoft.

102, Id. 9 13.
103. Id.

104, 1d 927

105. See generally Case C-97/12 P, Louis Vuitton Malletier v. OHIM, 2014 E.-TM.R. 42.
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On the leftis a s)icture of a Microsoft retail store'*; on the right, an
Apple retail store.'” Even at first glance, it is not difficult to see the
significant similarities between the two. Some have even described the
two as “eerily similar.”''® The similarities extend even further into the
services offered and the titles of employees‘m However, as mentioned,
this section will be analyzed in a relatively objective way. Therefore,
why not take a look at the language of Apple’s trademark? “Clear glass
store front. . . paneled fagade. . .large rectangular, horizontal panels over
the top of the glass front. . .rectangular recessed lighting. . .rectangular
tables. . .video screens flush mounted.” Clearly, all of these highlighted
terms are essentially present in the Microsoft design as well. Now, a
prudent observer would begin to note the subtle differences: the pillars
in the Microsoft store, or the single-tiered (rather than “multi-tiered”
shelving). However, are these minute and subtle differences enough to
satisfy the requirements under Article 22 '

In Louis Vuitton Malletier v. OHIM, the European Court of Justice
was ruling on the eligibilit?/ of the design of a specific locking device
for trademark application.1 ? In that case, the Court noted that locking
devices tend to.be “functional items, or as ornamental, or indeed as
combining those two functions.”'” The same can certainly be said of
retail stores. At least traditionally, retail stores are not much more than a
place in which to house services or items for sale, in other words, they
tend to be “functional items.” However, as the Court in Louis Vuitton
said, this does not mean they are incapable of constituting tradé-
marks.""* If such a design can fulfill its essential function of indicating
origin, then it may be eligible for registration, and, according to that
case, this requirement is fulfilled when “the mark could be regarded as
departing significantly from the norm or customs of the sector.”'"* To
better understand this, let us again take a look at the images of the Ap-
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ple store and Microsoft store. Obviously, if asked, one could easily tell
which store belongs to which company. But this is only because the
company’s logo appears above the entrance to the store itself! This is a
concern that the Court touched upon in Wilfer v. OHIM.'"®

It noted that, with regard to three-dimensional marks (such as a
store design layout), it is much more difficult to establish distinctiveness
(than with two dimensional marks) because the average consumer tends
not to make assumptions about the origin of a three-dimensional mark
in the absence of a graphic or word element.'"’ Applied to the Apple
case, were it not for the giant Apple logo (or giant Microsoft logo) ap-
pearing above the doorway of the store, customers would not likely be
able to distinguish the two. Some have even commented that many re-
tailers will certainly embrace the ruling by the Court in this case.''®
They say it will give certain commercial establishments “an additional
level of protection” against copycats.'~ But even such individuals real-
ize that there will likely be many objections to such trademark a?()plica-
tions on the basis that the sign is not inherently distinctive.'”" This
seems to add more credence to this Comment’s argument because these
individuals recognize that in “many cases” parties will have to rely on
the principle of “acquired distinctiveness” mentioned supra.121 This
likely means that, by itself, an application similar to Apple’s may be
likely to fail on its own if it does not have acquired distinctiveness.

The Court went even further in this analysis in the Libertel Groep
case. In that case, the Court once again established that “the essential
function of a trade mark is to guarantee the identity of the origin of the
marked goods or service. . '** However, it then went on to qualify this
notion by stating that consumers should be able to distinguish said
origin from that of other undertakings “without any possibility of confu-
sion.”'” Here, the Court seemed to blend the objective stance this sec-
tion took with the more subjective, consumer oriented approach, which
will be discussed later. Nonetheless, clearly the meaning of this “essen-
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tial function” has left very little gray area. It is a strict requirement that
the subject of trademarks depart “significantly” from the norm “without
any possibility of confusion,” and it is one that Apple has not satisfied
with its store design layout.

So in order to determine that Apple’s design is capable of indicat-
ing origin (and therefore distinguishing it from the designs of other un-
dertakings) it must be significantly different from the design that is the
norm in the electronics retail store sector. By comparing the images of
the Microsoft store and the Apple store in conjunction with a reading of
Apple’s trademark application, it is clear that there exists no significant
difference in design.

Looking at the preceding arguments, it is clear that, based on the
case law and relevant facts, Apple’s trademark application should not
have been deemed to satisfy Article 2. This time, the basis for rejection
is not based solely upon Apple’s trademark as viewed in isolation but
on the design vis-a-vis the rest of the retail electronics sector, specifical-
ly, Microsoft.

B. Article 3

Although the discussion of Article 2 sufficiently demonstrates that
Apple’s store design layout should not qualify for trademark applica-
tion, the discussion does not end there. Thus, for the sake of argument,
assuming that Apple’s design does qualify under Article 2, as men-
tioned above, it must still not be precluded by Article 3 of the Directive.
Based on the requirements and the language of Article 3, it is clear that
even if Apple can, in fact, satisfy Article 2, its application will be pre-
cluded by Article 3. Article 3 is entitled “Grounds for refusal or invalid-
ity” and enumerates specific instances in which a design will be pre-
cluded from registration.124 This article states, in relevant part: 125

“The following shall not be registered or, if registered, shall be
liable to be declared invalid:

(a) signs which cannot constitute a trade mark;
(b) trade marks which are devoid of any distinctive character;

(e) signs which consist exclusively of:

124. Directive, supra note 27, art. 3.
125. Id.



54 Loy. L A. Int’l & Comp. L. Rev. [Vol. 38:35

(1) the shape which results from the nature of the goods them-
selves;

(i1) the shape which is necessary to obtain a technical result;

kel

1. “(A) Signs Which Cannot Constitute a Trade Mark”

Under Article 3, any applications that fall within one of the enu-
merated prohibitions “shall not be registered or, if registered, shall be
liable to be declared invalid.”'*® Based on the analysis under Article 2, it
is clear that the Court, as a preliminary matter, was incorrect in ruling
that Apple’s store design layout may constitute a trademark. By failing
to satisfy the three eclements of Article 2, Apple’s application should
have been rejected or, at least at this point, declared invalid per the lan-
guage of Article 3. However, because the Court held that Apple satis-
fied the elements of Article 2,' it certainly would not find it precluded
under this section. Despite th1s holding, as this Comment has already
shown, had the Court utilized the proper analysis (similar to that of its
other cases mentioned above) and gone on to apply Article 3, Apple’s
mark application clearly would have been precluded.

2. “Trade Marks Which Are Devoid of Any Distinctive Character”

As mentioned above, though the Court did not specifically analyze
this particular subsection of the Directive, it did provide direction for
such analysis. The Court stated that “[t]he distinctive character of the
sign must be assessed in concreto by reference to, first, the goods or
services in question and, secondly, the perception of the relevant public,
namely the average consumer of the category of goods or services in
question, who is reasonably well informed and reasonably observant
and circumspect.” ® Thus, the Couft gave a two-step analysis to this
subsection. First, Apple’s store design layout must not be devoid of any
distinctive character when assessed with reference to the services in
question, namely, “retail store services featuring computers, computer
software, computer peripherals mobile phones, consumer electronics,
and related accessories and demonstrations of products relating there-
to.”'”” Second, the trademark as applied to services must not be devoid
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of any distinctive character when assessed by the perception of the av-
erage consumer of services such as Apple who is “reasonably well in-
formed and reasonably observant and circumspect.”m

To begin, this Court has already addressed similar arguments to the
one now proposed. In Linde AG v. Deutsches Patent- und Markenamt,
the Bundespatentgericht (the court that referred the present case) dis-
missed a case on the grounds that the trademark application in question
was “wholly devoid of distinctive character.”””' In that case, the party
was attemgting to trademark the design of motor vehicles, particularly
forklifts."** The Court gave various reasons for its dismissal, including:
that the representation of the product was “[no]thing more than the
product itself and attributes no distinctive function to it;” “[t]he shape of
the product does not go beyond the parameters of modern industrial de-
sign;” and “it is not so different from standard shapes.”133 We are not
dealing with a mere logo or graphic design in this case. Instead of a two
dimensional picture, the object of Apple’s trademark is a three-
dimensional structure, a structure which, generally speaking is rather
simple and very functional. Traditionally speaking, we, as consumers,
look to pictures and logos for brand recognition, and this makes sense
because that tends to be the sole function of a logo. When a party seeks
to trademark an image or logo, it does so for the purpose of separating
its brand from that of other brands. However, when the subject of
trademark is a building (as is the case here), there is an added function-
ality to the trademark, and it is this added element that likely creates a
larger hurdle for the party seeking the trademark. This idea was ex-
pressed in the Louis Vuitton case, where it was stated

Average consumers are not in the habit of making assumptions

as to the origin of products on the basis of their shape or the

shape of their packaging in the absence of any graphic or word

element, and it may therefore prove more difficult to establish

the distinctiveness in relation to such a three-dimensional mark

than in relation to a word or figurative mark." '

However, despite this practical reality, the legal analysis must re-
main the same. In Linde, the Court stressed “[a]s regards Article 3(1)(b)
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of the Directive, neither the scheme of the Directive nor the wording of
that provision indicates that stricter criteria than those used for other
categories of trade mark ought to be applied when assessmg the distinc-
tiveness of a three-dimensional shape of product mark.” 1% Nonetheless,
this Comment wishes to reinforce the practical reality of determining
distinctive character from the standpoint of an average individual con-
sumer.

As mentioned in the previous section, from an objective stand-
point, Apple’s store design is rather devoid of distinctive character in
relation to Microsoft’s store design. In using the language of the Linde
court, it appears that the elements of Apple’s trademark do not “go be-
yond the parameters of modern industrial design.” o136 Rectangular re-
cessed lighting and video screens flush mounted do not appear to devi-
ate from standard practice in store design. 7 Nor do clear glass store-
storefronts or rectangular tables seem to be anything more than “the
shape of the product itself. !

However, Apple may also argue that, as the Court in Linde
stressed, a stricter test must not be used when judging its three-
dimensional mark. Despite the position this Comment takes, it empha-
sizes that no such stricter test is being used. To help clarify the im-
portant point made in Linde, let us take a look at another case. R
Henkel KGaA v. OHIM, a party was attempting to trademark the design
of a rectangular colored soap tablet. "0 After reiterating the ideas men-
tioned in the Louis Vuitton case and the Linde case, the Court stated that
“the more closely the shape for which registration is sought resembles
the shape most likely to be taken by the product in question, the greater
the likelihood of the shape being devoid of any distinctive character. »14l
Therefore, the reason it should be difficult for Apple to register its
trademark is not due to technical considerations, but practical ones. Ap-
ple’s trademark consists of a store that is in the business of selling elec-
tronics and other such thmgs % As such, it has many of the necessary
items in the store, including tables, store-fronts, shelving, lighting,
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screens, etc.'” Thus, it 1s not the distinctive character test that makes
registration difficult for, Apple, but the practical reality that companies
that are in the business of selling similar such products are likely to
have store design layouts that resemble[] the shape most likely to be
taken by the product in questlon

Now the second step in the analysis requires viewing Apple’s store
design layout from the paradigm of the average consumer, one who is
“reasonably well informed, observant, and circumspect.”145 Based on
the images of the Microsoft and Apple stores (seen above), would such
a consumer really be able to definitely distinguish between the two, at
least in such a way so as to see significant differences and “without any
possibility of confusion?”"* Arguably, some might respond in the af-
firmative. But why would a consumer be able to make the distinction?
Is Apple’s glass storefront more transparent, more imposing, or more
glassy than Microsoft’s? Are Apple’s tables more rectangular, or
shelves more sturdy? The answers to these admittedly facetious ques-
tions are probably no. If the answer were yes, meaning Apple’s store
design layout was truly that much more distinct, then why bother plac-
ing its large imposing logo on the front? Why must all of the Apple em-
ployees and products inside the store bear the name and logo of the Ap-
ple company? What would happen if we removed the Apple logo and
the Microsoft logo; gave the employees blank shirts; and removed the
products from the store shelves? If we stripped these stores bare, and
nothing remained but the store design itself (i.e. the trademark) could
the average consumer see significant difference “without any possibility
of confusion?” This Comment answers that question in the negative.
What a consumer sees when they walk inside an Apple store is not the
rectangular tables or the multi-tiered shelving. When a consumer walks
inside the store they see the trademarked “Apple” logo, the trademarked
“MacBooks,” the trademarked “iPods,” and the trademarked “Geniuses”
wearing shirts with the trademarked designs. Thus, when all is said and
done and Apple’s store design layout is seen only as a store design lay-
out, it is obvious that it is devoid of any distinctive character.
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In a previous section of this paper, Apple’s US trademark applica-
tion was discussed. In that discussion, it was noted that, ultimately, Ap-
ple received approval for its trademark upon a showing of “acquired
distinctiveness.” *’ This is not a point that is refuted by this Comment.
In the Linde case, the Court recognized that, despite the failure to defeat
the “devoid of any distinctive character” requirement, this did not mean
“that it cannot acquire distinctive character following the use that has
been made of it and thus be registered as a trade mark under Article 3(3)
of the Directive.”'*® As noted previously, this was an issue that the
Court did not need to address. Had the Court ruled properly (i.e. in the
way this Comment recommends), then it likely would have analyzed
this section of Article 3. Based on previous cases, it might even be pos-
sible that the Court could find such distinctiveness had, in fact, been ac-
quired. In Dyson, the court left open the question of whether . mere de
facto monopoly can suffice to confer distinctive character.” ? Assum-
ing it could, it might at least be arguable that Apple has acquired such a
monopoly in certain markets. However, because the Court did not pur-
sue thls route Article 3(3) of the Directive falls outside the scope of this
paper *% Nevertheless, it bears noting that another level of analysis can
and should exist with respect to Apple’s trademark appllcatlon.

3. “(e) Signs Which Consist Exclusively of: (i) The Shape Which
Results From The Nature of The Goods Themselves; (ii) The Shape
Which Is Necessary to Obtain A Technical Result”151

The title of this final section comes from subsection e of Article 3
of the Directive.””> Section e is further subdivided but, for purposes of
this Comment the two relevant subsections, i and i1, will be considered
concurrently ® As noted in previous sections, the following analysis is
only an additional means of finding Apple’s trademark application inva-
lid. As such, assuming that the Court had ruled in accordance with the
arguments of this paper, Article 3(1)(e), as an independent ground for
refusal, would be unnecessary.
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In Koninklijke Philips Electronics NV v. Remington Consumer
Products Ltd., the Court said “a sign consisting exclusively of the shape
of a product is unregistrable by virtue thereof if it is established that the
essential funct1onal features of that shape are attributable only to the
technical result.”™* It is important to point out that Apple has not
trademarked its tables or its glass storefront or its cantilevered shelves,
but instead, the collection of those thlngs * Now, had Apple been spe-
cific as to the dimensions, measurements or arrangements of these ele-
ments of its collection (i.e. the parts that make up its store design lay-
out) then it would have a much stronger argument under this section of
the Directive. Instead, Apple limited its application to a hst of items
contained in its store with little to no actual descriptive detail.””

In the Philips case, the company had attempted to trademark the
design of its electric shaver head, whrch consisted of three circular
heads in a triangular conﬁglratlon Phrhps defended its application
by arguing that its trademark would impose “no unreasonable restraint
on industry and innovation” because the technical result that its design
achreved could be obtained by other shapes that are available to compet-
itors.””® This line of thinking can be readily transplanted into the Apple
case as follows: Because other competitors can still create a store design
layout using -differently shaped tables and perhaps non-cantilevered
shelves and differently styled lighting, Apple’s trademark imposes no
unreasonable restraint and should thus be approved. Though not illogi-
cal, the Court felt that this argument missed the mark. The true purpose
behind this subdivision of Article 3 is “to preclude the registration of
shapes. . . would limit the possibility of competitors supplying a product
incorporating such a function or at least limit their freedom of choice in
regard to the technical solution they wish to adopt. . ? Furthermore,

“that there are other shapes which could achieve the same techmcal re-
sult” will not overcome grounds for refusal within Article 3(1)(e)

Apple’s store design layout consists of a general description of

items that are used to run and operate a retail store.'®' Tables are used

154. Case C-299/99, Koninklijke Philips Electronics NV v. Remington Consumer Products
Ltd., 2002 E.C.R. I-5518, q 84.

155. Campbell, supra note 1, at 4.

156. Trademarks, supra note 23, at 1.

157. Koninklijke Philips Electronics NV, supra note 154, at 1-5475, 3.

158. Id 9§ 67.

159. 1d §79.

160. 1d. 9 81, 86.

161. Trademarks, supra note 23, at 1.
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for storing and displaying items; lighting is used for illuminating the
store; shelves are used for further storage and display; stools are used
for seatin%' and video screens are used for communication and adver-
tisement.' Apple does not go beyond very basic description of the
aforementioned items nor does it require specific placement throughout
the store.'® These items do not make up Apple’s logo nor are they
products that Apple sells. Are there other ways that a competitor could
accomplish the goals that are accomplished by these tables, shelves,
lighting, stools, and screens? Arguably, yes. But, according to the
Philips case, that doesn’t matter. Based on Apple’s application, the
aforementioned items (due mostly to lack of indication to the contrary)
are intended to perform a technical result. Because this is the case, the
fact that competitors could use, for instance, square tables rather than
rectangular ones, or single layered shelves rather than cantilevered ones
is immaterial. Based on the reasoning in Philips, Apple’s trademark
should be declared invalid under this subdivision despite the fact that
other design possibilities for a store layout exist.'**

C. Trademark Policy

Based solely on the aforementioned reasons, this Comment has es-
tablished why the ruling by the European Court of Justice in Apple, Inc.
v. Deutsches Patent- und Markenamt was both insufficient and incor-
rect, as well as why the subsequent decision by the Bundespatentgericht
(the court that initially referred the matter to the ECJ) should reject Ap-
ple’s trademark application. However, even in spite of a failure to find
the trademark application precluded by the language of the Directive,
there still exists one final argument for precluding Apple’s trademark
application for its store design layout: the policy behind trademark law.

In the United States, more specifically the U.S. Congress and Su-
preme Court, it has been said that “[tJrademark law serves to protect
both consumers from deception and confusion over trade symbols and
to protect the plaintiff’s infringed trademark as property.”m5 In fact,
“there is no essential difference between trademark infringement and
what is loosely called unfair competition.”166 Granted, the source of this

162. Id.

163. Id

164. Koninklijke Philips Electronics NV, supra note 154, at 1-5475.

165. MARY LAFRANCE, UNDERSTANDING TRADEMARK LAW § 1.01 (LexisNexis Law School
Publishing Advisory Board, 2d ed. 2009).

166. J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS & UNFAIR COMPETITION § 2:7
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commentary is the United States, yet surely these may be considered
fairly universal themes within trademark law. Interestingly, when re-
viewing European case law, particularly those discussed in this paper,
there appears to be another separate emphasis. In Dyson, the Court not-
ed that trademark law is frustrated when, in some circumstances, it
grants its proprletor a monopoly (e.g. when a party is awarded a trade-
mark on “technical solutions or functional characteristics”' 7) That
Court elaborated that the purpose of some of the requirements within
the Directive are “to prevent the abuse of trade mark law in order to ob-
tain an unfair competitive advantage.”

The quoted material above advances an important idea that parties
should not be allowed to exp101t the power of trademarks, its inherent
exclusw1ty ? This is the primary policy argument that this paper will
proffer, but before delving into that, there is a much more basic and
practical policy argument that warrants some mention. .

This basic and practical policy argument is nothing more than a
basic administrative one. Given that the database of trademarks (and pa-
tents and copyrights) is understandably large, precision with regard to
applications allows those who are tasked with maintaining, checking,
and cross referencing the various systems and databases to do so in a
much more definite and particular way. In Sieckmann, the Court echoed
this sentiment in saying: “the competent authorities must know with
clarity and precision the nature of the signs of which a mark consists in
order to be able to fulfill their obligations in relation to the prior exami-
nation of registration apphcatlons and to the publication and mainte-
nance of an appropriate and precise register of trade marks.” ° Particu-
larly in Europe, there has been a push towards a greater simplification
of trademark reglstratlon (as seen by the integration of the OHIM into
the Madrid System) In other words, at the very least, trademarks
should be sufficiently precise and specific so as to afford the relevant
authorities the ability to properly maintain the register of trademarks.

Now while this first policy justification deals with trademarks with
respect to the relevant supervising authorities, the second one (alluded

(4th ed. 2015). (quoting S. Rep. No. 1333, 79th Cong., 2d Sess., 1946 U.S.C.C.A.N 1275).

167. See Dyson Ltd., supra note 82, at [-00687, 4 19, 33, 83.
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170. Ralf Sieckmann v. Deutsches Patent- und Markenamt, supra note 66, at [-11737, § 50.

171.  See Jorg Weberndorfer, The Integration of the Office for Harmonization in the Internal
Market into the Madrid System: A First Field Report, 30 EUR. INTELL. PROP. REV. 216, 216-221
(2008).
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to above) is more properly focused on those seeking to register trade-
marks. Generally, as more time passes, we can expect more trademarks
to be filed. (In the Umted States alone in 2014, about 450,000 applica-
tions were filed.’ ) Obviously, this means that certain subjects of
trademark will subsequently become protected and unavailable for use
by others. In most cases, this is an acceptable result. However, what
happens when parties begin receiving trademarks for subjects that are
not particularly specific or precise and are very general in nature?
“Though protecting trademarks is certainly an important function of law,
providing for their allowance can be just as important. This sentiment
was previously echoed by the Court when it stated, “the various grounds
for refusal must be 1nterpreted in the light of the public interest underly-
ing each of them.” > In fact, some courts, such as the DPMA (the party
to the case in question) has refused registration “on the basis that there
was a need to preserve availability.”

Furthermore, as noted in the Dyson case, some trademark applica-
tions are not actually trademarks, “but rather [] option[s] for an indefi-
nite multitude of possible trade marks that can be formed. »' This idea
is not new either, as this language was drafted before the Apple case
and even before the Dyson case. In 2002, the German Federal Patent
Court made an Order for Reference; it stated that if a design is not spe-
cific enough, it encompasses too many optlons 7S In that case the sub-
ject at hand was a “multicolored trademark without contours.” ”7 There,
the concern was that, rather than a proper subject matter for trademark,
what was actually being offered was merely a “concept” that allowed
for an “indefinite multitude of trademarks.”'” Thus, though an im-
portant justification for trademark protection is to protect the “plaintiff’s
infringed trademark as property,” just as important is protecting all oth-
er parties from losing reasonable access to the design of certain goods
due to trademark protection of such “concepts.” In the context of some-
thing as seemingly basic and necessary as store design layout, reasona-
ble access is imperative.

172. USPTO, supra note 23.

173. Henkel KGaA, supra note 140, § 45.

174. Joined Cases C-53/01 to C-55/01, supra note 131, § 15.

175. Order for reference of the German Federal Patent Court, 33 W (pat) 133/00 (Jan. 22,
2002).

176. Id. at3.

177. Id. at3.

178. Id.
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Perhaps a satisfactory justification lies within Apple’s motivation
for secking such a trademark. Apple may wish to argue that, as the
Court laid out in Koninklijke KPN Nederland NV v. Benelux-
Merkenbureau, “all the factual circumstances must be taken into con-
sideration, particularly the length of time the mark has been in use.”"”
Obviously, Apple wants to protect its property from the unfair competi-
tion that is competitor imitation. The Apple brand alone has an almost
countless number of trademarks for both products and services.' Many
of them are for products that everyone has heard of, and many of them
are not. Most of them seem to be perfectly justified as attempts towards
protecting Apple from competitor imitation, but many of them do not.
At what point does such a justification for trademark lose its value? To
be fair, the Court in Koninklijke did say the length of time that a mark
has been used is of particular 1mp0rtance Apple could argue that it
began using its store design layout before any other company did, and
perhaps for a much longer time. But, unfortunately for Apple, the Court
made another point that diminishes Apple’s argument here. In the Wind-
surfing Chiemsee case, the subject of registration was the name of a ge-
ographical location. 182 Though the name of the location had not been
used by other companies until the point of the case, a party advanced
the concern that “there is a serious possibility that [the subject of regis—
tration] may in [the] future be used to designate geographical origin in
the sector of the goods in question.” % The Court seemed to agree with
this concern, and considered it linked with the policy of preserving
avallablhty

Ultimately, the subject matter of this trademark is store design lay-
out; it is nothing new, nothing complicated and, as shown by the images
earlier in this paper, other companies have been using very similar de-
signs (and, as this Comment argues, given the description of the trade-
mark, have no choice but to use what must be called similar designs).
And though, as the Koninklijke Court said, all factual circumstances
must be considered, the court went on to stress that “public interest re-

179. Koninklijke Philips Electronics NV, supra note 154, at 1-1667, § 30.

180. Apple Trademark List, APPLE (Feb. 2015), http://www.apple.com/legal/intellectual-
property/trademark/appletmlist.html.

181. Koninklijke Philips Electronics NV, supra note 154, at 1-1667, 9 30.

182. Joined Cases C-108/97 and C-109/97, Windsurfing Chiemsee Produktions- und Ver-
tricbs GmbH (WSC) v. Boots- und Segelzubehér Walter Huber and Franz Attenberger, 1999
E.C.R.1-2779.

183, I1d. 149.
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quires . . . signs or indications which may serve to designate characteris-
tics of the goods. . .remain freely available. . 2% Therefore, Apple’s
argument for requiring consideration of all factual circumstances should
be outweighed by the public interest in keeping store design layout
available.

To stress the seemingly contradictory ruling of the Court in the
Apple case, let us take a look at what others have to say. In fact, some
have viewed Apple’s success in this case as “trendsetting for Eu-
rope.”]86 Geert Glas, a lawyer in Brussels said, “I see it more as a victo-
ry for Apple than anything else at this point.”187 Though not completely
clear, this could mean that what happened in this case was not standard
trademark law interpretation. Perhaps, it is “a victory for Apple” be-
cause Apple really got away with something here. Or maybe this was
simply the next logical step for Apple in legitimately protecting its
brand. In 2011, a store in Kunming, China received substantial publicity
after being exposed as a fake Apple store.'®® (To be fair, the store did
sell genuine Apple products but it was not an officially authorized Ap-
ple retailer.lgg) Some critics, however, are unconvinced and view the
“stupid and sometimes funny patent/trademark wars” as attempts by
Apple to cripple the Microsoft stores."* This could also just be simple
semantics, as some critics see Microsoft as the aggressor, the Qarty at-
tempting to imitate Apple in a “blatant and shameless” way. ! Ulti-
mately, it appears that courts are wary of this type of behavior. The
Court in Libertel seemed to be of the opinion that the party seeking to
register a color per se was really just trying to monopolize that color’s
use and reserve all the possibilities that go along with it.'*? Similarly, it
is very plausible (and even probable, as this paper suggests) that Apple
is really only attempting to monopolize on what is otherwise a very
vague description of a retail store, thus acquiring the rights to all the
possibilities that go along with it while consequentially limiting the op-
tions of its competitors.

185. Koninklijke KPN Nederland NV, supra note 154,  55.

186. Wong, supra note 143.

187. Id.

188. Loretta Chao & Sue Feng, Fake Apple Store Clerk Speaks Out, WALL ST. J. (July 21,
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To summarize, there appear to be at least two legitimate policy ar-
guments for refusing Apple’s trademark application. First, denying Ap-
ple’s trademark for store layout design (as is) would serve an adminis-
trative function. In other words, it would allow for a more smoothly run
system in which only clear and precise trademark applications (e.g. in
this case, ones with measurements and proportions) were accepted, thus
accomplishing the goal of preserving availability as well as the goal of
streamlining the trademark collection, identification and preservation
process. Second, it prevents holders of trademarks from obtaining an
unfair competitive advantage. In the Dyson case, that meant preventing
a party from precluding its competitors from creating certain types of
transparent bins, regardless of their shape.]93 In the Apple case, it means
preventing Apple from obtaining a sort of technical monopoly that pre-
cludes its competitors not only from imitating Apple’s store specifical-
ly, but from imitating a vast majority of designs that merely resemble.a
type of store. Not only would an approval of Apple’s trademark prevent
future so-called “imitation,” as demonstrated by the images shown pre-
viously, it would also hold some companies to already be in violation of
the trademark. Though a claim that Apple’s goal in registering its
trademark is legitimate (i.e. to prevent the type of imitation that has oc-
curred in places like China), ultimately it is outweighed by the other
concerns proffered by the European Courts, U.S. government, and
commentators alike.

I11. CONCLUSION

To reiterate, this case did not technically resolve the holding con-
cerning the store design layout’s viability as a trademark. The Court of
Justice’s role in this case was to answer only the particular questions
that were referred to it by the Bundespatentgericht. Though this Com-
ment analyzed the answers that the Court gave to these questions, it
took the analysis a step further and, after disagreeing with the Court,
went on to explain why, ultimately, Apple’s trademark should be reject-
ed. Using both law and policy as its basis, this Comment shows why
Apple’s trademark application for store design layout should be reject-
ed.

193. See Dyson Ltd., supra note 82, § 32.
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